THES OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON

The opinion in support of the decision being entered today (1)
was not witten for publication in a law journal and (2) is not
bi ndi ng precedent of the Board.
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DECI SI ON_ON APPEAL

This is a decision on appeal fromthe examner's refusal to
allowclains 1, 2, 4 through 7, 9, 10, 14 and 19 as anended
subsequent to the final rejection in a paper filed May 22, 1996

(Paper No. 7). Clainms 15 through 18 stand al | owed.

lppplication for patent filed February 27, 1995.
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Clains 3, 8 and 11 through 13, the only other clains
remaining in the application, have been objected to by the
exam ner, apparently as containing allowable subject matter but

as bei ng dependent upon a parent claimwhich has been rejected.

Appel l ants' invention relates to a chuck assenbly for
engagi ng the inner surface of a substrate. |ndependent claiml
is representative of the subject matter on appeal and a copy of
that claim as found in the Appendi x to appellants' brief, is

attached to this deci sion.

The prior art references of record relied upon by the

exam ner in rejecting the appealed clains are:

LaRue 4,168, 073 Sep. 18, 1979

Petralia 5, 449, 182 Sep. 12, 1995

In addition, this panel of the Board relies upon the
foll owi ng references of record in new grounds of rejection
entered infra:?

Phillips et al. (Phillips) 4,770, 456 Sep. 13, 1988

Fukawa et al. (Fukawa) 5, 282, 888 Feb. 01, 1944

2 Both of these references were cited by the examiner in the first
O fice action nailed September 21, 1995 (Paper No. 3).
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Claims 1, 2, 4 through 7, 9, 10 and 14 stand rejected under

35 U.S.C. 8102(b) as being anticipated by LaRue.

Claim 19 stands rejected under 35 U S.C. 8103 as being

unpat ent abl e over LaRue in view of Petralia.

The exam ner's full statenent of the rejections and response
to appellants' argunents appears on pages 3 through 7 of the
exam ner's answer (Paper No. 11, mailed August 23, 1996) and in
t he comuni cation fromthe exam ner mailed March 18, 1998 (Paper
No. 15). Appellants' viewpoints concerning the exam ner's
rejections of the appealed clains are found in the brief (Paper
No. 10, filed June 24, 1996) and in the reply brief (Paper No.

12, filed Septenber 12, 1996).

OPI NI ON

In arriving at our decision in this appeal, we have
carefully considered appellants' specification and clains, the
applied references, and the respective viewpoints of appellants
and the exam ner. As a consequence of our review, we have made

t he determ nations which foll ow
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Turning first to the examner's rejection of claims 1, 2, 4
through 7, 9, 10 and 14 under 35 U.S.C. 8102(b) as being antici-
pated by LaRue, we nust agree with appellants (brief, pages 3-4)
that LaRue fails to disclose or teach a chuck with a partially
hol | ow el astic boot that is stretched, or is stretchable, in the
manner required in appellants' claim1 on appeal. While the
chuck el ement (14) of LaRue is said to be a plastic nenber (i.e.,
colum 2, lines 52-56, nade of polypropyl ene which has the
property of being wear resistant, resilient, strong, and is
machi nabl e into the desired configuration), we find no indication
that such plastic nenber is capable of stretching in the manner
recited in appellants' claim1l on appeal. Instead, the plastic
menber (14) of LaRue is described as including hinge areas or
"l'iving" hinges (21, 22, 23) which are said to allow the chuck
menber to be outwardly defl ected upon retraction of the operating
rod (16) so as to grip the inner surface of the glass article
(T), with the nmenber (14) returning to its initial or pre-
actuation configuration/position due to nenory built into the
pol ypr opyl ene nenber (colum 4, lines 21-25). There is nothing
in LaRue which would indicate to an artisan that the plastic

menber (14) therein is capable of stretching to decrease its
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cross-sectional dinension and thereby permt insertion of

the chuck nenber into a substrate as set forth in appellants’
claiml1l. Nor do we see any reason to assunme that such a
characteristic is inherent in the deflectable plastic nenber of
LaRue. For this reason, we nust conclude that appellants’

i ndependent claim 1 on appeal isnot anticipated by LaRue.

For the sanme reason as noted above for independent claim1,
it follows that the examner's rejection of dependent clains 2, 4
through 7, 9, 10 and 14 on appeal under 35 U S.C. § 102(b) w I
i kew se not be sustained. The 8 103 rejection of dependent
claim19 is prem sed on the sane erroneous factual basis as was
applied to claim1l and the additional teachings pointed to by the
examner in Petralia do not overcone the deficiency of LaRue
not ed above. Accordingly, the examner's rejection of claim 19

under 35 U S.C. §8 103 will al so not be sustai ned.

However, under the provisions of 37 CFR § 1.196(b), we enter
the foll ow ng new grounds of rejection against certain of the

clainms on appeal.

Clainms 1, 7, 9 and 14 are rejected under 35 U.S.C. § 102(b)

as being anticipated by Phillips. Phillips discloses an internal
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gripper or chuck assenbly wherein such assenbly includes a
housi ng (24) having an open end and defining a passageway in
comruni cation wth the open end; a hollow el astic boot or gripper
portion (30) defining an entry hole at the top end thereof, and
an inner surface, wherein the boot material is elastic, wherein

t he boot when stretched decreases in cross-sectional dinmension,
and wherein the boot engages the housing, whereby the holl ow
portion of the boot is in communication with the passageway; and
a novabl e, boot stretching nenber (20, 22) disposed in the
passageway and adapted to engage the inner surface of the boot,
wherei n novenent of the stretching nmenber in a direction to
stretch the boot decreases the cross-section dinension of the
boot, thereby permtting insertion of the boot into the
substrate/work piece (13), and wherein novenent of the nmenber in
the opposite direction increases the cross-sectional dinension of
t he boot, thereby permtting engagenent of the boot against the

i nner surface of the substrate/work piece (13). See
particularly, Figures 2 and 3 of Phillips, colum 2, |lines 22-28,

and clains 1, 2 and 4 thereof.

As for clains 7, 9 and 14, it is apparent from Figures 2 and

3 of Phillips that 1) the boot is of uniformthickness throughout
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its length and is uniformy nmade froma material having the sane
har dness val ue throughout the boot, 2) the boot stretching nenber
is coupled to the boot, and 3) the stretching nmenber (20) is a

rod.

Clainms 1, 2, 7, 9, 14 and 19 are rejected under 35 U S. C
8 102(b) as being anticipated by Fukawa. Fukawa di scl oses a
hol di ng apparatus or chuck assenbly wherein such assenbly
i ncludes a housing (3, 5 having an open end and defining a
passageway in comrunication with the open end; a hollow el astic
boot or bag nenber (4) defining an entry hole at the top end
t hereof, and an inner surface, wherein the boot material is
el astic, wherein the boot when stretched decreases in cross-
sectional dinension, and wherein the boot engages the housing,
wher eby the holl ow portion of the boot is in conmunication with
t he passageway; and a novabl e, boot stretching nmenber (10, 6)
di sposed in the passage-way and adapted to engage the inner
surface of the boot, wherein novenent of the stretching nmenber in
a direction to stretch the boot decreases the cross-section
di mrensi on of the boot, thereby permtting insertion of the boot
into the substrate/work piece (1), and wherein novenent of the

menber in the opposite direction increases the cross-sectional
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di nensi on of the boot, thereby permtting engagenent of the boot
agai nst the inner surface of the substrate/work piece (1). See
particularly, Figures 1 and 2 of Fukawa, columm 3, |ines 53-58,

and Colum 5, |lines 4-10 thereof.

As for clains 2, 7, 9 and 14, it is apparent fromFigures 1
and 2 of Fukawa that 1) the housing (3, 5) is a hollow tube
structure having open ends, (2) the boot is of generally uniform
t hi ckness throughout its length and is uniformy nade froma
mat eri al having the sane hardness val ue t hroughout the boot, 3)

t he boot stretching nenber is coupled to the boot, and 4) the

stretching nenber (10) is a rod.

Regardi ng the requi renent of appellants' claim 19 that the
boot is "adapted to forma hernetic seal with the inner surface
of the substrate,” we direct attention to colum 4, |ines 43-50,

wherein such a seal is discussed in Fukawa.

To summari ze, we have reversed the examner's rejection of
clainms 1, 2, 4 through 7, 9, 10 and 14 under 35 U.S.C 8102(b) as
bei ng anticipated by LaRue and the exam ner's rejection of claim

19 under 35 U.S.C. 8103 based on LaRue and Petrali a. However, in
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addi tion, pursuant to 37 CFR 81.196(b), we have entered new
grounds of rejection against clains 1, 7, 9 and 14 as being
anticipated by Phillips and clains 1, 2, 7, 9, 14 and 19 as being

antici pated by Fukawa.

In accordance with the foregoing, it is clear that the

deci sion of the exam ner has been reversed.

Thi s decision contains a new ground of rejection pursuant to
37 CFR 8 1.196(b) (anended effective Dec. 1, 1997, by final rule
notice, 62 Fed. Reg. 53,131, 53,197 (Oct. 10, 1997), 1203 Of.
Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)). 37 CFR
8 1.196(b) provides that, “A new ground of rejection shall not be
consi dered final for purposes of judicial review’

37 CFR 8 1.196(b) al so provides that the appellant, WTHI N

TWO MONTHS FROM THE DATE OF THE DECI SI ON nust exerci se one of

the followng two options with respect to the new ground of
rejection to avoid term nation of proceedings (8 1.197(c)) as to
the rejected clains:

(1) Submt an appropriate anendnent of the clains
so rejected or a showing of facts relating to the
claims so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner
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(2) Request that the application be reheard under
8§ 1.197(b) by the Board of Patent Appeals and
| nterferences upon the sane record. :
No time period for taking any subsequent action in
connection with this appeal may be extended under 37 CFR
8§ 1.136(a).

REVERSED
37 CFR 8 1.196(b)

CHARLES E. FRANKFORT )
Adm ni strative Patent Judge )

) BOARD OF PATENT
JOHN P. McQUADE ) APPEALS AND
Adm ni strative Patent Judge ) | NTERFERENCES

)
MURRI EL E. CRAWORD
Adm ni strative Patent Judge )
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